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The MAILING DATE of this communication appears on the cover sheet with the corresp ndence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) M2 25 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-12 and 25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 !)□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)KI All b)D Some* c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) [3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) £7 . 6) □ Other: 
I 

U.S. Patent and Trademark Office ~ ~ 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 0 
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DETAILED ACTION 

Specification 

l. The following guidelines Illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement of the specification 

As -provided In 37- CFR 1.7^ (b), the specification of a utility application 
should include the following sections In order. Each of the lettered Items should a^ear 
In upper case, without underlining or bold type/ as a section heading, if no text 
follows the section heading, the phrase "Not Applicable" should follow the section 
heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARD I N£J FEDERALLY SPONSORED RESEARCH 

OR DEVELOPMENT. 

(d) !NCORPORAT!ON-B>y-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e) (5-) and MPEP 602.05-. 
Computer program listings {sj- CFRl/^c)), "Sequence Listings'" 
(37 1 cfr 1.221(c)), and tables having more than so pages of text are 
permitted to be submitted on compact discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 

£02.O5(a). "Microfiche Appendices" were accepted by the office until 
March l, 2001.) 

(e) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art Including information disclosed under 
3>J- CFR 1-57 and ±S)2. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE 

DRAW! N£j(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(I) claim or claims {commencing on a separate sheet). 

(j) abstract of THE disclosure {commencing on a separate sheet) . 

(te) SE62UENCE LISTING (See MPEP S 2424 and 3^ CFR 1.221-1.225. A 
"sequence Listing" Is required on paper If the application discloses a 
nucleotide or amino acid sequence as defined insj- cfr 1.221 (a) and 
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If the required "sequence Listing" Is not submitted as a n electronic 
dccui^ie^t out compact disc) . 



£>ouble Patenting 

1. The nonstatutory double patenting rejection Is based on a judicially created 
doctrine grounded In public policy (a policy reflected In the statute) so as to prevent 
the unjustified or Improper timewise extension of the "right to exclude" granted by a 
patent and to prevent possible harassment by multiple assignees, see ivi re ^oodruavi, 
11 F.3d 1046, 29 \ASVQ2.d QD±0 (Fed. Clr. 1^3); ft* re U)nqL, ysj) F.2d g87> 225" 

(Fed. Clr. 15^5"); OrtAsUiM., 626 TF^dJ^J-, 214 HSP6Z.761 

(CCPA 1^22); //^ r<? V^<*4 422 F.2d 432, 164 UISP62.619 (CCPA l^TO); and, r<? 
ThoringtotA,, 412 F.2d 5"22, 163 HSP62-644 (CCPA 1^6^) . 

A timely filed tewdnal disclaimer In compliance with 37^ cfr. 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent Is shown to be 
co\AA\M.o\A,lij owned with this application, see 3y- cfr. 1.130(b). 

Effective January 1, 1^4, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully 
comply with 3^ CFR-S.T^b). 

2. Claims 1-12 rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-7^-10 £j 15"-16 of k.s. Patent 

NO. 6,426,366. 

Although the conflicting claims are not Identical, they are not patentably 
distinct from each other because both catalytic hijdroQenatlon processes involve using 
a Rjaney catalyst In the form of hollow bodies. The only difference Is us '366 
specifically recites alcohols as the organic compound of choice and the Instant 
invention recites organic compounds. The Instant Invention as claimed, broadly 



embraces these alcohols since they can be unsaturated (col. 5; lines Go-by). 
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3. Claims ±-S § li provisionally rejected u\A,der the judicially treated doctrine of 
obviousness -type double patenting as being unpatentable over clamps i-& £j 11-12 of 
copending Application No. zioo'2jo±j-3>£>j-£>. 

Although the conflicting claims are not Identical, they are notpatentably 
distinct front each other becaw.se both catalytic hy drogenatlon processes Involve using 
a Rflney catalyst In the form of hollow bodies. The only difference Is 
2.000/ o±j-3&7-6> specifically recite primary § seco\A,darij amines as the resulting 
orc^avJic cov^ou^d of choice and the Instant Invention recites organic cowc^ouv^ds. 
The Instant Invention as claimed, broadly embraces these amines since they can be 
unsaturated (col. 3, sections 

This Is a provisional obviousness -type double patenting rejection because the 
conflicting claims have not In fact been patented. 

ClaLni Rejections - 3S use §112 

4. The following Is a quotation of the second paragraph ofss k.s.C. 112: 

The specification shall conclude with one or more claims particularly pointing 
out and distinctly claiming the subject matter which the applicant regards as 
his Invention. 

5\ claims 6 §j) rejected u\A,ders5 n.s.c. 112, second paragraph, as being 
Indefinite for falling to particularly point out and distinctly claim the subject matter 
which applicant regards, as the Invention. 
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A broad range or limitation together with a narrow ravine or limitation that 
falls within the broad range or limitation (In the same claim) Is considered 
Indefinite, since the resulting claim does not clearly set forth the metes and bounds of 
the patent protection desired. Note the explanation given by the Board of Patent 
Appeals and interferences in Ex parte Wu, ±o \ASPQ2.d zi03±, Q.033 (Bd. Pat. App. § 
inter. ±J&)), as to where broad language Is followed by "sucoh as" and then narrow 
language. 

The ¥>oard stated that this can render a claim indefinite by raising a question 
or doubt as to whether the feature Introduced by such language Is (a) merely 
exemplary of the remainder of the claim, and there-fore not required, or (b) a retired 
feature of the claims. Note also, for example, the decisions of Ex parte stetgewaLd, ±3± 
USPGL^ (Bd. App. 1^61); Ex parte htaU, 23 USPQ3Z (Bd. App. lj+g); and Exparte 
H-asche, [ASPd^s± (Bd. App. 1^49). 

in the present Instance, claim & recites the broad recitation shell thickness 
In the range from o.os to J- mm", and the claim also recites "preferably o.± mm to 5 
mm" which Is the narrower statement of the range/llmltatlon. 

Regarding clalmj), the phrase "In particular" renders the claim. Indefinite 
because It Is unclear whether the limitations following the phrase are part of the 
claimed Invention. See MP5P §'2±J-3.05{d). 



cLaliM, Rejection - 3S use § 102 
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£>. The following Is a quotation of the appropriate paragraphs of 35 uus.C. 102 
that form, the basis for the rejections under this section made In this office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In 
public use or on sale In this country, n^ore than ot^e y ear -prior to the date of application for patent In the 
united states. 

7. claims 1-12 £25" rejected under 35" 102(b) as being clearly anticipated 

by wang et al. (ks -4, 220,503) . 

iAS'503 discloses, catalytic hollow spheres the read on the Instant Invention as 
shown In col. 2, line £4 - col. 3, line £ col. 5", Line £>-Llne 7. 

2. Any Inquiry concerning this communication or earlier cowtv^u\A,lcatiovis frov^ 
the examiner should be directed to Deborah r> carr whose telephone number Is 7^3-302- 
4627. The emv^i\A,er can v^orv^alli^ be reached on Monday-Friday 8:30-5:00. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
su^ervlsorjoha^ Rlchter can be reached on 703-302-4532. The fax phone numbers 
for the organization where this application or proceeding Is assigned are J-03-302- 
^55&> for regular cov^muvdcatiov^s a^d y L 03-Sy-^30y- {or After Final 

COV^muvdcatlOl^S. 

Any Inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number Is 703-302- 

1235". 
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ddc DEBORAH D. CARR 

July 24, 2003 PRIMARY EXAMINER 



